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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 09 June 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 13-23.25 and 26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 13-23.25 and 26 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 6/9/2005 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/537,973 
Art Unit: 1625 

Applicant's arguments witli respect to claims 13-23 

but are moot in view of the new ground(s) of rejection. 

The Status of Claims: 
Claims 13-23, 25-26 are pending. 
Claims 13-23, 25-26 are rejected. 

DETAILED ACTION 

1 . Claims 13-23, 25-26 are under consideration in this Office Action. 

Priority 

2. It is noted that this application is a 371 of PCT/EP03/1 3563 (1 2/02/2003) ), 
which has a foreign priority document, Germany 10257525.8 (12/10/2002). 

Drawings 

3. The drawing filed on 6/09/2005 is accepted by the examiner. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 13-23, 25-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Kahsnitz et al (US 5,177,229) in view of Bremus et al (US 5,008,046) and Aslam et 

al (Kirk -Othermer Encyclopedia of Chemical Technology, vol. 10, 12/4/2000, p.477). 

Kahsnitz et al discloses the process for the preparation of ester in the followings (see 

abstract): 



Application/Control Number: 10/537,973 
Art Unit: 1625 



Page 4 



Alcohols and acid's are estenfied by nie^ns nf hquid- 
phasf equilibrium react ionii on mn exchangeri m 
appardLUs comprising d prereactur and a rectifying col- 
umn v\,nh tusrna' r^a^'^'or'^ Tht process i« character- 
%/cd bv the fact thdi a pottion of one of the ^tattn% 
compounds is fed directly to the external reactors. 

Due tc the 55*^,^^.^ ;hv.r-.' sttbdi*'. ofthf^ 'vjJ.x ^o^ 
exchangers tsttnficatvjn in ihs p-e-eacto' dn<u xIk 
external re^ictors condvK\x1 *u rcmpt^T^Atu'e-^ up 
about llO" C. lis so dossag teBspemures rasgmg fmm 
40" ID 100* C. are preferably as«d. (see col . 3, lines 1 4- 

18). 

The instant invention, however, differs from the prior art in that the subsequent 
esterification reaction between the fatty acids and alkanols takes place using a 
reaction column in the presence of the catalyst after the initial esterification; the claimed 
process is a counter current and continuous process. 



Bremus et al discloses the following esterification process (see col. 3, lines 2- 

15): 

component of the process is a feactim? column 1, com- 
|3ri$iiig a pitsraUty of bubbk plates, sa.rm<3u«ted by the 
iiectjfymg section 2. Tht catalyst or catalyst solutiots, 
i>ptianall^ sStm hmtmg, is delivered tbrough a pipe 3 to 
iht uppstmmt pkle of the reacJioa colimin I, m is tlie 
fatty acid f throagh a pipe 4), tht fatty add bmg heated. 
hy Bieans of a h«st excha»ger S Mfore delivery to the 
reactiOR column. The fresh alkaool j& delivered tkroygb 
a pipe 6 to a secqad hmt sxchanger 7^ sapgrheaied ajvd 
dkectly jEitrodiiced bto tjbe reaetioit colttum I tkrough 
, a pipe I kimediateiy above the BWmp of the col»mji. 
Fresh aikanol refers to alkasoJ wMch has not bees fecy- 
eled tkrotigli tiie process. 

Furthermore, 
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In anotlier preferred embodimem of the iweMion, 
tlie esterlfiembit b carried out m a tempcmtare at the 
top of the reactloii coioma of at most 190" m4 more 
pjefemWy.m tht raiige from 120* C. to IW C These 
esterificatioo tempis-atufes which are low by compiari- 
mti 'rntti coaveatioaial processes lead m partkskr to a 

red«cti&tt m the flecessary eitergy costs of the process, (see col. 2 , lines 25-31 ). 

Furthermore, Aslam et al discloses the use of the various catalysts in the 
esterification process as shown below (see page 477, from the middle to the last 
paragraph) : 

2>S. CalattystSi. The ehoic© of fee proper miatet fsar an esterificstmn 

?tHcd art ^^troTS^^ mmtral kH>id«t *!ticb as >4^ilfiirjc &rtd hvdrtx'blwrk acidn 

,H'ids H5ich hanm trifiu^rido, tin and rmc ^it\ ahimipum halidf^, and 

0fSi<iri-»-5tt ■'n^.Jo*- ba%'t Hch^k UM^d (^^^um-(^x^^a^ii>■'t rt^r^ ^ird /ti^hto^ 

often emnlovftd also. 

* ^Ih X.] nf r M v,t fu -^u p 1 1 , IkU . LI. urk>K 

tn dtHdt.itniP 1 » t u ( p ( M < 1 n t 1 1 ^id( i ^l-^u r- n i > (< - il' ^ il 
tt Pit <ind^ Hittb , ofu-f 1 1 ^ dim i< /> ^ 1 u i t iljoru .uui < i n t th.^rt il 
iami tind, ^irt widtly u-^t^J ip plan* orx^ra^u^n** ^ino oi ih.p\r cirn^'^n-o 
nature. Fhaiftphoric acid lift honirlimt'*- rmpl-oyt'd, but it icadh to ratfet'r >^]ois reac- 
tit r-. ^M^htblf* t*r '*iinpt<rtcd uu^tal '^alts* tnmjmis'o side nwhoni* btit iistirdlv 
rcq Eire hi^bf 1 itMrivn\tine^ 'h p nn-«e wul-- 

eahop rtsjr t XkbaPkti^ i^n ht^ \t i^Nt J x*- h'-t- fi i i fft ttirj, t --t* nl t iior 

g«-^ntraL *"ho <^iT(^rsg'ly acldk >iii1f™att^ iwin** if!iinpn>*£»d t>f cf>pt>lymtrf! of >^yrrpf>, 
othyivmylWn?one, anddmnylbonxerst ar* uw<^d iro^t vv^d^ ly With the eontimu d 
improvrau^iit t>f iOK-uxchtuiigo re<^iiis e^ucIi a?? the- miXi:miK>mu-^ ?~ulft>ftated rr*?i3i'^, 
t'^iimfcattem hu^* bocomt csnt of tht mmt f«-tilo ai'ta-^for of thest^ jst hd mt- 
idyKt-* "V^itb li w irolwil y wouht iifid^ apd ilfohol-^, m lus'^ fcW'^ '•hi ri Kir 
-trKhi)^ hi- nirur 1 .fiK* i i ^^< !d ku.i +h ^ if 'h^ fuf t p 
lirg. H tLf (<x h tont tr- 4tn kIh o ^ j Ht kuK'ics ir ><x-^(.l pd 

mii5,CTt>|Wtm- K^dfi r^tt-d pihnt'Tfri t"vih.M^^k r ■-n h -it '-vi * i -tadu d Ih* 
ca},-d\iic ac*i^dv' v?,^ V dt > rd* I't t u Sh*. ^■'i, i l *rif rt t)l J* Jt^in i ddu ja> 
dttt^riripiPgi -^icp 1- Sht -^tfi^n't^ jT:,k'*n r t>^ 0^0 tbctri'^ist^Hd « td rd .d-( un.d 
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Kahsnitz et al expressly the process of preparing esters from alcoliols and acids 
by means of liquid phase reactions on ion exchangers in the prereactor and rectifying 
column along with external reactors; similarly, Bremus et al does disclose the use of 
the reaction column in countercurrent contact for the continuous esterification process. 

Furthermore, Aslam et al does point out that there is an equivalence between 
the homogeneous catalyst and the heterogenous catalyst with respect to their usage in 
the esterification process. Both processes are commonly involved in the esterification 
under a similar reaction such as a similar reaction temperature. Bremus et al does 
emphasize that a low esterification temperature in the use of the reaction column leads 
to a reduction in the necessary energy costs of the process. Therefore, it would have 
been obvious to the skilled artisan in the art to be motivated to incoporate the Bremus's 
et al reaction column In countercurrent contact for the continuous esterification process 
In combination of the teaching of the equivalency between the homogeneous catalyst 
and the heterogenous catalyst of Aslam et al in the Kahsnitz et al process in order to 
reduce the cost of the operation in the prior art process. This is because the skilled 
artisan In the art would expect or predict such a combination to be feasible and 
successful as guidance shown in the prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taylor Victor Oh whose telephone number is 571-272- 
0689. The examiner can normally be reached on 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres can be reached on 571-272-0867. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Taylor Victor Oh, MSD,LAC 
Primary Examiner 
Art Unit: 1625 

/Taylor Victor Oh/ 

Primary Examiner, Art Unit 1625 

8/30/08 



